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DETAILED ACTION 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
fortii in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/19/2005 has been entered. Claims 1-2, 4-7, 9-12, and 14-15 are pending. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-2, 4-7, 9-12, and 14-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent Number 6,336,124 B1 to Alam et al., issued January 1, 
2002. filed July 7, 1999 in view of U.S. Patent Number 5,813,020 to Hohensee et al., 
issued September 22, 1998, U.S. Patent Number 5,767,833 to Vanderwiele et al., 
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issued June 16, 1998. and U.S Patent Number 6,590,674 B1 to Orton, issued July 8, 
2003. filed September 23. 1999. 

4. Regarding independent claims 1, 6, and 11. Alam et al. teach a data 
processing system having a CPU. memory, at least one user output device, and a user 
input device. (Alam et al., Fig. 2.) 

Further, Alam et al. teach a method for retrieving and presenting stored 
documents on a plurality of output devices each requiring different presentation 
parameters. (Alam et a!., Abstract.) 

Further, Alam et al. teach parsing a document into one or more objects. (Alam et 
al.. col. 6, lines 16-18: "Text/image document 518 is output to a document converter 528 
which converts text and/or image document 518 to an intermediate format document 
530,"; col. 6, lines 59-61: "Each group is stored in the intermediate format document as 
an intermediate format block.") 

Further. Alam et al. inherently teach classifying a plurality of presentation devices 
inasmuch as they teach that devices can access an index document that will allow them 
to select an output format suitable for the device (Alam et al., col. 21 , lines 54-57); such 
a selection would not be possible unless devices were classified. 

Further. Alam et al. teach receiving a request from a presentation device. (Alam 
et al., col. 22. lines 34-35.) 

Further. Alam et al. teach assembling a document from stored intermediate 
format blocks, analogous to stored units. (Alam et al., col, 20. lines 25-29.) 
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Further, Alam et al. teach sending the assembled document to the presentation device. 
(Alam et al.. col. 20. lines 49-51 .) 

Further, Alam et al. do not teach parsing each object into one or more units. 
However, Hohensee et al. teach parsing an object into one or more units when the 
object is a page segment. (Hohensee et al., Fig. 3.) Moreover, one of ordinary skill in 
the art would have recognized the need to parse an object into one or more units 
because one of ordinary skill would have known that objects such as pages are 
frequently comprised one or more units. Therefore, it would have been obvious to one 
of ordinary skill in the art to parse each object into one or more units. 

Further, Alam et al. does not teach for each units, determining whether the unit is 
complex based on an amount of data processing required to convert said unit to device- 
dependent format; storing said units, requiring less data processing to convert to said 
device-dependent format, in device-independent format, and storing said units, requiring 
more data processing to convert to said device-dependent format, in said device- 
dependent format based on the classified plurality of presentation devices. In the same 
field of endeavor, Vanderwiele et al. teach a system determines whether the device is a 
24 bpp (bit per pixel element: bpp is considered as a unit) device, or 8 bpp device, or 4 
bpp device (24 bpp and 8 bpp are amount of data processing, thus it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to interpret 
that 24 bpp would be more complex than 8 bpp or 4 bpp) and then the system converts 
either 24 or 8 or 4 device independent bits (DIB) to 24 or 8 or 4 device dependent bit 
(DSB) format respectively before outputting to storage or to the device in the device 
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dependent bit DSB format (Abstract, col. 2, lines 10-39 and col. 5, line 19 - col. 6, line 
30). Vanderwiele et al. also teach a system that "determines whether [an] image is 
targeted for multiple hardware formats or a single hardware format and then provides a 
conversion from device independent bits to device dependent bits formats in the case of 
the multiple hardware format targeting, or performing image conversion appropriate for 
the single device in the case of the single device targeting." (Vandenwiele et al.. 
Abstract.) In addition, Orton teaches storing document units in a universal, viewer- 
independent format so that files may be viewed in a multitude of applications. (Orton, 
col. 2, lines 33-46.) Moreover, one of ordinary skill in the art would have recognized the 
benefit of storing units in device independent format requiring less process where 
possible, since one of ordinary skill would have recognized that less processing is 
desirable. One of ordinary skill in the art would also have recognized the desirability of 
storing units in device-dependent format requiring more processing when the target 
device was known to be a particular class of device, since this would deliver data to the 
device more quickly. Therefore, it would have been obvious to one of ordinary skill in 
the art to have implemented the steps of storing units, requiring less processing to 
convert to device-dependent format, in device-independent format or storing units, 
requiring more processing to convert to device-dependent format, in device-dependent 
format, and thus it would provide high quality output, rivaling the original image quality 
across all devices serviced by the data processing system without suffering 
performance penalties. 
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5. Regarding dependent claims 2, 7, and 12, Alam et al. teach determining a type 
of each unit inasmuch as determining a type of intermediate format block, analogous to 
units, is inherent in Alam et al/s teaching of keeping track of and storing different kinds 
of intermediate format blocks, such as text, images, and multimedia files. (Alam et al., 
col. 6, line 57 - col. 7, line 1 .) 

6. Regarding dependent claims 4, 9, and 14, Alam et al. teach determining 
acceptable document formats for the connected presentation devices inasmuch as such 
a determination would have been inherent in sending an output format "depending upon 
the requesting application or output display device" (Alam et al., col. 20. lines 59-60), as 
well as the execution of JavaScript to select a suitable output format for the device 
(Alam et al., col. 21, lines 54-57); i.e., before a selection of a suitable output format 
could be made, it would have been necessary to determine what formats were 
acceptable. 

Further, Alam et al. do not explicitly teach classifying devices according to 
device-dependent characteristics. However, one of ordinary skill in the art would have 
known that it was most efficient to classify devices according to device-dependent 
characteristics because one of ordinary skill would have recognized that classifying 
devices according to device-dependent characteristics would have resulted in the 
minimum number of classifications possible, and that devices with different 
characteristics could be classified together as long as the different characteristics were 
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not device-dependent. Therefore, it would have been obvious to one of ordinary skill in 
the art to classify devices according to device-dependent characteristics. 

7. Regarding dependent claims 5, 10, and 15, Alam et al. do not teach 
determining whether the peripheral device is known or unknown. However, inasmuch 
as Alam et al. teach sending an output format "depending upon the requesting 
application or output display device" (Alam et a!., col. 20, lines 59-60), one of ordinary 
skill in the art would have recognized that it would have been necessary to determine 
whether the peripheral device was known or unknown before selecting an output to be 
sent to it, because one of ordinary skill would have seen that it would not have been 
possible to send device-dependent output to an unknown device. Therefore, it would 
have been obvious to one of ordinary skill in the art to implement the recited claim 
limitation. 

Response to Arguments 

In the remarks, Applicants argued in substance that 

Claims reiections under 35 U.S.C. 1 12 



8. Applicant's arguments, see page 17 of the remarks, filed 12/19/2005, with 
respect to claims rejection under 35 U.S.C. 1 12 have been fully considered and are 
persuasive. Therefore, the 1 12 rejection has been withdrawn. 
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Claims rejections under 35 U.S.C. 103 



A) None of the references nor the combination of references suggest "determining 
whether the unit is complex based on an amount of data processing required to convert 
said unit to device-dependent format" and "storing said units, requiring more data 
processing to convert to said device-dependent format, in said device-dependent format 
based on the classified plurality of presentation devices." (see pages 8-9 of the 
remarks) 

In reply to argument A, Vanderwiele et al. teach a system determines whether 
the device is a 24 bpp (bit per pixel element: bpp is considered as a unit) device, or 8 
bpp device, or 4 bpp device (24 bpp and 8 bpp are amount of data processing, thus it 
would have been obvious to one of ordinary sl<ill in the art at the time the invention was 
made to interpret that 24 bpp would be more complex than 8 bpp or 4 bpp) and then the 
system converts either 24 or 8 or 4 device independent bits (DIB) to 24 or 8 or 4 device 
dependent bit (DSB) format respectively before outputting to storage or to the device in 
the device dependent bit DSB format (Abstract, col. 2, lines 10-39 and col. 5, line 19 - 
col. 6, line 30). Vandenwiele et al. also teach a system that "determines whether [an] 
image is targeted for multiple hardware formats or a single hardware format and then 
provides a conversion from device independent bits to device dependent bits formats in 
the case of the multiple hardware format targeting, or performing image conversion 
appropriate for the single device in the case of the single device targeting." 
(Vanderwiele et a!., Abstract.) In addition, Orton teaches storing document units in a 
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universal, viewer-independent format so that files may be viewed in a multitude of 
applications (Orton, col. 2, lines 33-46). 

B) There is no teaching or suggestion within the references. 

In reply to argument B, applicant's argument that there is no suggestion to 
combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071. 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
one of ordinary skill in the art would also have recognized the desirability of storing units 
in device-dependent format requiring more processing when the target device was 
known to be a particular class of device, since this would deliver data to the device 
more quickly. Therefore, it would have been obvious to one of ordinary skill in the art to 
have implemented the steps of storing units, requiring less processing to convert to 
device-dependent format, in device-independent format or storing units, requiring more 
processing to convert to device-dependent format, in device-dependent format, and 
thus it would provide high quality output, rivaling the original image quality across all 
devices serviced by the data processing system without suffering performance 
penalties. 



Application/Control Number: 09/461 ,521 Page 1 0 

Art Unit: 2176 

C) Improper hindsight utiiized to combine references and reject the claims (see page 10 
of the remarks) 

In reply to argument C, applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

D. The step of "Determining" is not shown or suggested. 

In reply to argument D, Vanderwiele et al. teach in the Abstract, col. 2, lines 1-39 
and col. 5, line 19 - col. 6, line 30 that a system determines whether the device is a 24 
bpp (bit per pixel element: bpp is considered as a unit) device, or 8 bpp device, or 4 bpp 
device (24 bpp and 8 bpp are amount of data processing, thus it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to interpret 
that 24 bpp would be more complex than 8 bpp or 4 bpp) and then the system converts 
either 24 or 8 or 4 device independent bits (DIB) to 24 or 8 or 4 device dependent bit 
(DSB) format respectively before outputting to storage or to the device in the device 
dependent bit DSB format. 
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E. The prior art fails to show or suggest the "storing" processes recited by the claims. 

In reply to argument E, Vandenviele et al. teach the system converts either 24 or 
8 or 4 device independent bits (DIB) to 24 or 8 or 4 device dependent bit (DSB) format 
respectively before outputting to storage or to the device in the device dependent bit 
DSB format (Abstract, col. 5, line 19 - col. 6, line 30). Vandenwiele et al. also teach a 
system that "determines whether [an] image is targeted for multiple hardware formats or 
a single hardware format and then provides a conversion from device independent bits 
to device dependent bits formats in the case of the multiple hardware format targeting, 
or performing image conversion appropriate for the single device in the case of the 
single device targeting." (Vanderwiele et al.. Abstract) 

9. Applicant's arguments and amendments, filed on 12/19/2005, have been fully 
considered but they are not persuasive. Please see the rejection and response to 
argument above. 



/ 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chau Nguyen whose telephone number is (571) 272- 
4092. The Examiner can normally be reached on Monday-Friday from 8:30 am to 5:30 
pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Heather Herndon, can be reached at (571) 272-4136. 

The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. On July 15, 2005, the Central Facsimile (FAX) Number will 
change from 703-872-9306 to 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Chau Nguyen 
Patent Examiner 
Art Unit 21 76 

WILUAMBASH0R6 
PRIMARY EXAMINER 



